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DECEIVED 

CENTRAL FAX CENTEH 



OCT 2 7 2004 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



Application No.: 
Applicant: 
Filing Date: 
Group Art Unit: 
Title: 



09/888,452 
G opal an 
06/25/2001 
2134 



Apparatus and Method for Providing a Centralized PeTjSonal Database 
Accessed by Combined Multiple Identification Numbers 



SUPPLEMENTAL APPEAL BRTEF 



Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 223 13-1450 

Dear Sir: 

This Supplemental Appeal Brief is support for the appeal in ths above referenced 
application and is filed pursuant to the Notice of Appeal dated 4/29/2004, the Appeal Brief filed 
May 1 1, 2004, and to the Office Action mailed by the Examiner on 7/28/04. n the Office Action 
mailed by the Examiner on 7/28/2004, the Examiner reopened prosecution and submitted a 
single new reference, http://iava.,sun,cotTi/devclODer?TechTips/199S/#02 1 7.html Tech Tips: 
February 17, 1998 (TIPS). In response Applicant submitted a Request for Reinstatement of 
Appeal. In accordance with the Request to Reinstate the Appeal, applicant simultaneously filed 
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SUPPLEMENT AL ISSUE 

Does (TIPS) hlfo://iava.sun.com/devel0per?TechTiris/1 998/#021 7 



htmil (Tech Tips: 



February 17, 1998) render claims 1-26 unpatentable under 35 USC §1 03(a); by teaching or 
suggesting a database that can be accessed and modified by a consumer using; a basic number 
and a primary number, and in which the database can be accessed, but 
merchant using the primary number and a secondary number? 

INCORPORATION BY REFERENCE OF APPEAL BRIEF FILED 



not j modified, by a 



MAY 11.2004 



action is required in 
, 2004 in its entirety 



Tn the Examiner's Office action mailed 7/28/04, the Examiner, in addition to reopening 
prosecution with TIPS, reasserted the grounds of rejection set forth in the 12J3/2003 office action 
by reference. Applicant addressed the 12/3/2003 office action in applicant's appeal brief filed 
May 1 1, 2004. Therefore, to the extent any response to the 12/3/2003 office 
this supplemental brief, applicant incorporates the appeal brief fiJed May 1 1 
into this supplemental appeal brief. 

ARGUMENTS 

I Thr Fv«mini»r mn«t mrrt all rhrrr nrnnm nf fhr nhviniwif^s t«»t in nntar In 

established a prima Jacie case ot obviousness, l he requirements tor a prima jaae case ot 

obviousness arc well defined: 

To establish a prima facie case of obviousness, three basic criteria must be met 
First, there must be' some goeeeation or motivation, either in the references 
themselves or in the knowledge generally a vailable to one of ordinaifv skill in the 
art, to modify the reference or to combine refer ence teachings. Sjccond, there 
must be a reasonable expectation of success. Finally, the prior art reference (or , 
references when combined) must teach or snpoest all the claim limitations. The 
teaching or suggestion to make the claimed combination and this reasonable 
expectation of success must both be found in the prior art and not based on 
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applicant's disclosure. MPEP §706.02(j) oiling In re Vaeck, 94i7 F;2d 488, 
20 USPQ2d 1438 (Fed. Cir. 1991) (emphasis added). 



Similarly, the fact that the Examiner has the burden of proof with respect to 
prima facie case of obviousness is also well defined: 



the elements of the 



To reject claims in an application tinder section 103, an examiner must show an 
uorebutted prima facie case of obviousness. In the absence of a proper prima 
facie case of obviousness, an applicant who complies wUh the oLher statutory 
requirements is entitled to a patent In re Rouffet, 149 F.3d 1350, 1355, 47 
USPQ2d 1453, 1457 (Fed. Cir. 1998). 

With respect to claims 1-26, the Examiner has not met his burden of presenting! the prima facie 
case of obviousness with respect to the first or third prongs of the obviousness te;st because TIPS 
does not teach or suggest the limitations of claims 1 -26, and there is no suggestion or motivation 
to modify the teachings of TIPS to obtain the limitations of claims 1 -26. 



acie case with respect 
teach or suggest a 
bisic | number and a 
modified, by a 



not 



2. The Examiner hus not met his burden of presenting the prima fi 
to the third prong of the obviousness test because TIPS dots not 
database that can be accessed and modified by a consumer using a 
primary number, and in which the database can be accessed, but 
merchant using the primary number and a secondary number. 

Claim 1 reads: 

I * A programmable apparatus comprising: 

wherein a consumer uses a basic number and a primary nuir berjto access 
an account in the data base and the consumer can modify an account data in the 
data base; and 

wherein a merchant uses the primary number and a secondary number to 
access the account and the merchant is prohibited from modifying th^ account data 
in the data base. 
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If use of multiple numbers (as argued in the Appeal Brief at pages i 
the crucial feature of novelty) is indeed not entirely clear, then Tech 
teach such multiple numbers. This Tech Tips is famous for 
"transient" keyword. The transient keyword permits e-commerce 
persistence during serialization. Thus, only certain numbers axe 
accordance with each person engaged in e-commerce. Therefore, 5 
numbers were well known in the art for the motivation of permitting 



•13 :as being 
Tips should 
] caching the 
controlling 
accessible in 
multiple 
coijnmerce, 



by 



such 



The examiner's rejection based upon TIPS is incorrect. The examiner dees not explain how 
TIPS is relevant to the applicant's claimed invention. The examiner presents oiily a conclusory 
statement that Die "transient keyword permits e-commerce by controlling persistence during 



„ :..r_ ..j: . n. ti 
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The TIPS reference is not relevant to applicant's claimed invention because transient 
keywords, transient values, and serialization, are tools available in JAVA programming for 
sending complex data structures to a file across a network. Applicant's invention, on the other 
hand, involves the use of a three number system. In the three number system, each of two parties 



receives two of the three numbers, but each have only one out of the three numbers in common. 

The three number system is used to control access to an account, and does not claim a method 

for converting objects into a stream of bytes for writing to a file across a network, as discussed 

by TIPS, for example, in regard to transient values and serialization, TIPS states: 

The Java Programming language incorporates a feature known as serialization, 
which is used to convert objects (including complex data structures such as lists 
and trees) into a stream of bytes, for writing to a file or across a rletwprk. The 
stream can later be deserialized and converted back into an object. This feature is 
very useful for giving objects persistence, and for transmitting them to a remote 
location (page 2). 
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TIPS further discusses specific aspects of the process of converting objects into a stream of 
bytes: 

This example illustrates an interesting aspect of serialization. A fie d of a class 
may be declared as a transient, meaning that the field is not serialised, jln other 
words, it's not part of the persistent state of an object An example c f where this 
situation matters is java.util.Hashtablc. When a Hashtablc object is serialized, the 
keys and values are written out as pairs of values, rather than written out as the 
actual table. This is because the underlying hash codes (see ObjecthashCode) 
may differ when the table is reconstructed. In the above example, halue has the 
default value 0 when the saved object is deserialized (page 3). 

However, none of the discussion in TIPS addresses the use of a three nurnbei code system where 

two parties each have two of the three numbers but each has only one common number. 

The examiner's stated thai "such multiple numbers were well known in the art for the 

motivation of permitting e-commerce." However, the examiner's statement reiser addresses the 

claimed invention of applicant, nor explains how TIPS discloses the use of multiple numbers in 

the way the applicant has claimed. Applicant's limitations are captured in the following claim 

iiiii "minim n iiiiiiiiiiiiiiii mi n hnnin imiiilnii mm n nil m 
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to modify the reference to obtain the claimed invention. "Even wheu obviousness is based on a 
single prior art reference, there must be a showing of a suggestion or motivation to modify the 
teachings of that reference." In re Kotzah, 217 F.3d 1365, 1370, 55 U.S.P.Q.Sd 1313, 131 8 (Fed. 
Cir. 2000). With respect to the claims 1-26, the Examiner has not provided any motivation 
whatsoever for modifying the teachings of TIPS to obtain the claimed invention. Absent a 
showing of the motivation to modify, the Examiner cannot make out a prima facie case of 
obviousness. Consequently, claims 1-26 should he allowed over the prior art. 
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For the foregoing reasons, the Applicant submits that the claims of the present application 
arc not fairly taught by and are not obvious in light of, any of the references of record taken 
either alone or in combination. Therefore, allowance of the present application is in order, and is 
requested. 

Respectfully submitted. 



Rudolf 0. Siegesmunfl 



Siegesmun] 
Registration No. ^7,720 
Suite 2000 

4627 N. Central Expressway 
Dallas, Texas 75205-4017 
214-528-2407 
FAX 214-528-2434 
Attorney for Applicant 



Certificate of Transmission 

1 hereby certify that this correspondence is being facsimile transmitted 
Trademark Office (Fax No. (703) 746-7239). 
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CENTRAL FAX CENTER 
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4627 N. Central Expressway 
Dalli$/fexa$ 75205*4022 
214-528-2407 (voice) 



TO; 



l ? KOM: 



Commissioner of Psitcnte 



R. Siegesmund 



COMPAKY: DATE: 

United States Patent and Trademark Office 10/27/2004 



I'AX NUMBER: 

703-746-7239 



MO. OP PACKS TNCT.UOTNG COW' 

n 



1*1-1 ON G NUMBER: 



RJi: 



Of6cc Action Mailed 



/28/04 



NOTRS/COMMRNTS: 

A'ilN; Examiner j UNG 

Application No. 09/888,452 

Applicant:: Gopalan 

Group Art Unit: 2134 

Re: Office Action Mailed 7/28/04 
Request: to Reinsure Appeal 
Supplemental Appeal Brief 



The information contained in and transmitted with this communication is: Subject Lo die Auohiey-dicnt Pnvikgt- 
Aaomey Work Produce ot Coufidcniial. It is iniendcd cmly For the. individual or entity described above. You are 
hereby notified that any dissemination, distribution, copying, or vtt of or reliance upon the information contained iii and 
transmitted with this communication by ox to anyone other dian die recipient designated above by me ncntlcr b is 
unauthorised &nd Strictly prohibited. Any communication erroneously irauifitiitted to you should be immediately 
returned to the sender by U.S. Mail, or if authorization is granted by the sender, destroyed. If you have received this 
communication in error, please notify Siegesmund & Associates by telephone at 214-528-2407 Lunediately. 
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Accessed by Combined Multiple Identification Numbers 

APPEAL BRIEF 



No. XUS9200W328US1 



Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 

Dear Sir: 

Please find enclosed the following documents: 

1. Request to Reinstate Appeal; and 
2 Supplemental Appeal Brief. 



Respectfully submitted, 




Rudolf O. #iegcdmuad 
Registration No. 37/720 
Suite 2000 
4627 N. Central JExpressway 
Dallas, Texas 75205^4017 
214-528-2407 
FAX 214-528-2^34 
Attorney for Applicant 



Certificate of Transmission 

I hereby certify that this correspondence is being facsimile transmitted 
Trademark Office (Fax No. (703) 746-7239). 



On /4 



Date * Rudolf O. Siegesmimd 



to the Patent and 
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Application No.: 
Applicant: 
Filing Date: 
Group Art Unit: 
Title: 



09/888,452 
Gopalan 
06/25/2001 
2134 

Apparatus and Method for Providing a Centralized Personal Database 
Accessed by Combined Multiple Identification Numbers 



REQUEST TO REINSTATE APPEAL 



Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 223 1 3-1 450 



Dear Sir: 

Applicant Filed a Notice of Appeal dated 4/29/2004 and an Appeal Brief on May 11, 
2004. The Examiner mailed an Office Action reopening prosecution on 7/28/04. The Office 
Action cited a single new reference, and rejected claims 1-26 based upon this single reference, 
and also for the grounds for which appeal was made on 4/29/04. 

A pplicant respectfully reque sts that the Appeal be Reinstated. In accordance with this 
request, applicant has submitted a Supplemental Brief addressed the new reference cited by the 
examiner. 
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Respectfully submilled, 



Rudolft&f. SiegesWiu^Td 
Registration No. 137,720 
Suite 2000 

4627 N. Central Expressway 
Dallas, Texas 75i05-j4017 
214-528-2407 
FAX 2 J 4-528-2434 
Attorney for Applicant 
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1 hereby certify that this correspondence is being facsimile transmitted 
Trademark Office (Fax No. (703) 746-7239). 



On /o/J7fo¥ 
Date 



Rudolf O, Siegesmund 
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